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REMARKS 



This Amendment is filed in response to the aforementioned non-final Office Action 
(hereafter "Office Action") in relation to the Reissue Application for U.S. Patent No. 5,848,159 
(hereafter the "original patent"). All changes presented herein have been made vis-a-vis the 
original patent to be issued. 

L Reexamination Proceedings and Reissue Application Merged 

Merger of the Reexamination proceedings 90/005,733 and 90/005,776, with respect to the 
original patent and the Reissue Application 09/694,416 (for the reissue of the original patent) is 
hereby acknowledged (See: Section 1 in the Detailed Action of the Office Action). In keeping 

. with the procedures set forth for handling the merged proceedings, and to maintain prosecution 
and examination consistency between the Reissue and Reexamination proceedings. Applicants 

['h will submit a separate Housekeeping Amendment in each of the Reexamination proceedings. 

-R^ II. Status of the Claims 

H ^ As of the date of this Amendment, claim 8 of the original patent is canceled, claims 1-7 

g| and 9-13 of the original patent are amended and remain pending; new claims 14-61 were added 
t^;f in the preliminary amendment and, of these claims, claims 14-40, 42, 43, 45-47, 50-56 and 58-61 
311 are hereby amended. Thus, claims 1-7 and 9-61 are now pending in the Reissue Application. 

m 

III. Claim Designated for Printing in the Official Gazette 

Claim 1 is designated for printing in the Official Gazette upon allowance of this Reissue 
AppHcation. 

IV. Statement of Support for the Amendments in the Disclosure of the Original Patent 
A. All changes made vis-a-vis the original patent 

All the amendments presented herein, including amendments to the written description 
and the claims, have been made vis-a-vis the original patent. Accordingly, the amendments 
presented herein include the amendments previously presented in the Preliminary Amendment, 
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which was filed concurrently with this Reissue Application, to the extent that such amendments 
are to be maintained. Moreover, the statements of support for the amendments herein, even if 
some have already been stated before in the Preliminary Amendment and repeated herein, are 
provided in their entirety for completeness and clarity. 

B. The Specification 

The specification of the original patent has been amended to correct typographical errors 
and other matters of form and to render the specification consistent throughout and with the 
claims. Support for the amendments to the specification may be found throughout the original 
patent. No new matter has been introduced by the amendments to the specification. 

In general, changes embodying corrections of typographical errors and other matters of 
form are self-explanatory and need no further explanation. As to the mathematical expressions, 
equations expressing any congruence of the form b=c(mod m) or the like, where b is congruent 

11; to c and /M is the modulus, are mathematically written in proper form as b=c(mod m) . 

Accordingly all the equations are written in proper form, e.g., C= M ^(mod «). Were applicable, 

^^E; the parentheses (e.g., around "mod w") are properly added as well. 

Ifl Support for amendments to the paragraph beginning at colimin (hereafter "col."), line 4 

may be found in col. 1 of the cover page. Support for the amendments to the paragraph 

'■ ■ 

iE^ beginning at col. 3, line 23 and the paragraph beginning at col. 3, line 27 may be found for 

|||: example at col. 2 of the cover page and col. 13, lines 44-47. 

in; 

■AW 

Support for amendments to the paragraph beginning at col. 3, line 36, may be found at 
column 5, lines 31-33. Support for amendments to the paragraph beginning at col. 3, line 56, 
may be found for example at col. 3, lines 20-26, col. 3, lines 44-55 and col. 4, lines 9-1 1. Support 
for amendments to the paragraph beginning at col. 4, line 6, may be foimd for example at col. 
3,lines 20-26, col. 4, lines 6-12, 32-34 and 52-56. 

Support for amendments to the paragraph beginning at col. 4, line 13 and the paragraph 
beginning at col. 4, line 50, may be found for example at col. 3 line 42, col. 4, line 41, and col. 
10, lines 54-56. Further support for amendments to the paragraph beginning at col. 4, line 50 
may be foimd at col. 4, lines 50-52. 
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Support for paragraph inserted before the paragraph beginning at col. 5, line 52, may be 
found for example at col. 14, lines 30-36 and 45-49. Support for amendments to the paragraph 
beginning at col. 5, line 30, may be found for example at col. 2, lines 5-10, col. 3, line 42, col. 4 
line 41, col. 5, line 39, col. 10, line 65 and col. 11, lines 8-9. Further support for amendments to 
the paragraph beginning at col. 5, line 30, may be found in the multitude of mathematical 
expressions where d, the private key portion, is the "exponent," e.g., M= C^(mod n) at col. 6, 
lines 1-5. 

Support for amendments to the paragraph beginning at col, 6, line 24, may be found for 
example at col. 5, lines 31-33, col. 6, line 37 ("M=yjt. . ."), col. 7, line 15, and col. 11, lines 15-20. 
Support for amendments to the paragraph beginning at col. 6, line 65, may be found for example 
at col. 6, lines 1-4, 26-35, 40-53 and 67. Support for amendments to the paragraph beginning at 
coL 7, line 1, may be found for example at col. 2, lines 32-34 and 40, col. 3, lines 22-26, col. 4, 
% lines 32-34, col. 6 line 38 and col. 7, lines 56-58. 

i|i Support for amendments to the paragraph beginning at col. 8, line 1, is fund in col. 8 line 

% 3 (i.e., FIPS 140-1 with level 3 is a well known standard, See: 

http://csrc.nist.gov/fips/fipsl401.htm). Support for amendments to the paragraph beginning at 
^ ' col. 10, line 15, may be found for example at Figure 3. Support for amendments to the paragraph 

^ beginning at col. 10, line 35, may be found for example in col. 10 line 40 and line 53 (i.e., M is 

ill 

|4 represented by a numerical value greater than 0 and smaller than «). 

I? C. The Claims 

Claims 1-7 and 9-13 of the original patent have been amended to correct typographical 
errors and other matters of form, to explicitly recite subject matter which is implicitly included in 
the claimed invention, and/or to more clearly and particularly recite the subject matter which 
Applicants regard as their invention. New claims 14-61 have been added to further point out and 
distinctly claim the subject matter that Applicants regard as their invention. 

For the Examiner's convenience, a clean version of the amended claims (as now 
presented) is provided herewith as Exhibit A . As stated above, the amendments herein are made 
vis-a-vis the original patent (notwithstanding the prior changes to the claims in the Preliminary 
Amendment). But to show the difference between the claims presented in the Preliminary 
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Amendment and the claims presented herein a mark-up version showing the changes relative to 
the Preliminary Amendment is provided as Exhibit B . 

Support for the amendments to claims 1-7 and 9-13 and for the added claims, 14-61, may 
be found throughout the original patent. No new matter has been introduced by this amendment. 

In general, claim amendments embodying corrections of typographical errors, antecedent 
basis errors, and other matters of form are self-explanatory and need no further explanation. As 
to the mathematical expressions, equations expressing any congruence of the form 6=c(mod m) 
or the like, where b is congruent to c and m is the modulus, are mathematically written in proper 
form as b= cfmod m). Accordingly all the equations are written in proper form, e.g., C= M ^(mod 
«). Were applicable, parentheses (e.g., aroimd "mod «") are properly added as well. 

Also, by and large, claim amendments representing a change to the preamble of the 
original and new (added) independent claims find support throughout Applicants' original patent. 
© Particularly, support for the recitation of communications of a message cryptographically 
|f 'I processed with RSA (Rivest, Shamir & Adleman) public key encryption^ is implicitly present in 
^ the mathematical expressions throughout Applicants' original patent. Additionally, support for 

this recitation is explicitly present in the summary at col. 3 and col. 4, in the detailed description 
1^.^ at col. 5 et seq. as well as in the Rivest patent (4,405,829) which is incorporated by reference into 
^ the original patent (See, e.g., col. 1, lines 56-63). Accordingly, this particular amendment will 
not be addressed again with respect to each individual claim. 

Support for the amendments to claim 1 as now presented may be foimd, for example, at 
fSj claims 1, 5 & 6 as presented in the original patent as well as at col. 1, lines 32-42 & 43-54, col. 3, 
lines 7-12, 22-25 & 39-44, col. 4, lines 6-8 & 32-48, col. 5, lines 30-36, 40-46 & 58-63, and col. 
10, lines 25-34. Support for the amendments to claim 2 as now presented may be found, for 
example, at the original claims 2 & 4 as well as at col. 5, lines 36-50. Similarly, support for 
amendments to claims 3-7 and 9-13 as now presented may be found, for example, at claims 1-7 
and 9-13 as presented in the original patent. Further support for the amendments to claims 3-7 
and 9-13 as now presented may be found for example at col. 1, lines 32-42 & 43-54, col. 3, lines 
39-44, col 5, lines 30-50, col. 7, line 44 to col. 10, line44. Further support for amendments to 
claims 9-13 as now presented may be found for example at col. 9, lines 16-23 & 47-58. 

As to the newly added claims, support for claim 14-23 and 40-59 may be found, for 
example, at col. 1, lines 32-45, col. 3, lines 30-50, col. 4, lines 32-49, col. 5, lines 30-51, col. 5, 
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line 66 to col. 6, line 25, col. 7, line 44 to col. 10, lines 44. Further support for new claims 14-23 
and 40-59 may be found at claims 1-13 as presented in the original patent. For example, support 
for new claims 18 and 19 may be found in claim 9, i.e., col. 14, lines 30-36. Also, support for 
new claims 24-39 may be found for example at column 3, lines 36-65, col. 4, lines 8-12, 32-38 & 
50-56 and col. 5, lines 58-63. Support for new claims 42-52 maybe found at Figures 1-3, and the 
accompanying description at col. 7, line 34 to col. 10, lines 44. Further support for new claims 
50-54 may be found at col. 5, line 52 to col. 6, line 6. Finally, support for claims 60 and 61 may 
be found at col. 4, lines 6-13 and col. 5, lines 61-63. 

V. Supplemental Reissue Oath and Declaration 

Applicants appreciate the reminder about a Supplemental Reissue Oath and Declaration 
(See: Section 3 in the Detailed Action of the Office Action, or simply Section 3 of the Office 
. Action). Applicants will submit that Oath and Declaration docimient at the close of prosecution, 
after allowance of this Reissue Application. 



Mi 



VL Consent by Assignee, Certificate Establishin£ Riehts of Assignee, and Assignments 



M In reference to Sections 4 & 5 of the Office Action, where it is stated that the Reissue 

Application is objected to as lacking written consent of all assignees, including Tandem 
"L, Computers Inc. ("Tandem") and Compaq Computer Corp. ("Compaq"), Applicants point out that 

fSi the requirements under 37 CFR §§1.172 & 3.73 have been met. For the Examiner's convenience 

Mi ' • ■ . . 

Exhibit C includes a copy of documents which show compliance with these requirements, 

^ including: Consent of Assignee to this Reissue Application, Certificate under 37 CFR 3.73(b), 

I 

Notice of Recordation of the Assignment fi'om the inventors to Tandem and Notice of 
Recordation of Merger Documents relating to the merger of Tandem into Compaq . A copy of the 
stamped return postcard showing filing the said documents is also provided. 

To recap, the inventors (Collins et al.) assigned their invention (U.S. Application No. 
08/784,453) to Tandem, which Assignment has been recorded on May 7, 1997 at Reel/Frame 
8542/0875 . In turn, Tandem assigned its Patent Applications and issued Patents to Compaq when 
Tandem merged into Compaq. To that end, the Merger Documents have been filed with the 
Assignment Division in relation to the aforementioned U.S. Patent 5,848,159 (which issued fi-om 
the 08/784,453 Application to Collins at al. on December 8, 1998, and the reissue of which is 
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now being sought). As the enclosed Notice of Recordation of the Merger Documents indicates, 
the Merger Documents have been recorded on October 16, 2000 at Reel/Frame 01 1 190/0457 . 

Accordingly, all the requirements under 37 CFR §§1.172 & 3,73 have been met. 
Respectfully, in view of the foregoing the objection to this Reissue Application should be 
reconsidered and withdrawn. 

VIL The Drawings 

In reference to Section 6 of the Office Action, where it is stated that new formal drawings 
are required. Applicants hereby comply. Attached herewith are new formal drawings, including 
Figures 1-3. 

VIII, Preliminary Amendment Entered 

.ff... In Section 7 of the Office Action it is indicated that the Preliminary Amendment, filed 

concurrently with this Reissue Application, has been entered. Applicants appreciate entry of the 
.|| Preliminary Amendment and note that, notwithstanding, this amendment introduces changes vis- 
"|; a- vis the original patent as required by 37 CFR §1.1 73(g). 

If I IX. Three Information Disclosure Statements Considered 

Kl In Section 8, the Examiner states that the information disclosure statements (IDSs) filed 

April 11, 2001 (4 references) and June 26, 2001 (2 references), respectively, where considered 

I? (on December 5, 2001 & June 4, 2002, respectively). On December 5, 2001, The Examiner 

id 

III considered also, but failed to mention, the IDS (13 references) filed concurrently with this 
Reissue Application. A copy of all three IDS was signed by the Examiner and retumed with this 
Office Action. A copy of the three, signed IDSs is provided for the Examiner's convenience as 
Exhibit D . 

X. Objection to the Specification 
A. New Matter 

Section 10 of the Office Action indicates that the [preliminary] amendment to the 
specification has been object to under 35 U.S.C. §132 having allegedly introduced new matter to 
the specification. In particular, the objection to the added material at col. 5, line [62] relating to 
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'digital signatures' alleges that digital signatures have not been disclosed in the originally-filed 
specification (imphcitly or explicitly). 

However, the Examiner is kindly requested to note the recitations in claims 9 and 10 of 
the original patent. Likewise, it is implicit in RSA schemes, as disclosed in the original 
specification (e.g., col. 1, lines 55-62), that C= (mod n) [ox Ms= (mod «)] produces a 
value typically referred to as the "signature" (as the private key d is used in the encryption). 
Indeed, in col. 10, lines 35-37 & 42-44 it is suggested that a plaintext message can be 
encrypted/decrypted using the public/private key RSA scheme. Moreover, since the original 
patent incorporates by reference U.S. Patent 4,405,829 (See: Col. 1, line 61), the Examiner is 
kindly requested to also note, in the *829 patent, col. 3, line 9 et seq. col. 5, lines 45-47, and col. 
8 line 56-67. 

Namely, the aforementioned amendment to Col. 5 relating to the signature merely 
expresses that which is implicit and/or imports that which is incorporated by reference. 



ji'l Accordingly, its is respectfully submitted that no new matter has been introduced by the 



43 

aforementioned amendment to Col. 5 relating to the signature. A reconsideration and withdrawal 
yl of the new matter objection under 35 U.S.C. §132 is hereby solicited. 

: 1;, 

If^ B. Informalities 

% 

As indicated in Sections 1 1-13 of the Office Action, the specification is objected to 
l^, because of the error in equation 4 in the paragraph starting at col. 2 line 19, and because of a 
-St. misstatement of line number [52] at col. 8. Applicants appreciate the Examiner's thorough 
ly review of the original patent and Preliminary Amendment and have corrected these deficiencies. 
As now presented equation 4 correctly recites: 
M=C Vod n) (4), 

and the line number of the paragraph at col. 8 is changed to 62. The specification is now believed 
to be correct, and reconsideration and withdrawal of the objection to the specification based on 
informalities is hereby respectfully solicited. 

XI. Claim Obiections 

In Sections 14-17, the Examiner points out deficiencies in amendments to claim 3 as 
presented in the preliminary amendment. Claim 3 has been amended in accordance with the 
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mark-up version of the claims as shown herein above and is now believed to be correct (See, 
e.g., Mx" <ny-l, and = "^^ (modn^)). Accordingly, reconsideration and withdrawal of the 
claim objections is respectfully requested. 

XII. Claim Rejections under 35 U.S.C §101; Rejections Rendered Moot by Amendments 

Sections 18-21 of the Office Action indicate that claims 7, 8 and 13 are rejected under 35 
U.S.C. §101 as lacking utility (See: Sections 18-21 of the Office Action). Although the 
comments immediately below address these claim rejections, as later explained, the rejections 
have nonetheless been rendered moot by the claim amendments as presented herein above. 

With reference to these rejections, the Examiner asserts that an invention that is useful for 
encryption only fails to provide utility and is of no use if it cannot be decrypted. AppHcants 
respectfully disagree with the Examiner's characterization of the claimed invention (as recited in 
the earlier claim 7) and in view of that disagree that the claimed invention lacks utility. Indeed, 
Ifi as previously presented claim 7 did not provide onl y for encoding and did not preclude decoding 

(and claim 8 (now cancelled) explicitly recited a decoding key Di for each terminal). 
■4^ The Examiner also notes that the invention is directed, in general, to increasing the 

III efficiency of an RSA cryptographic system and method. And, it is true that increasing the speed 
of encryption (by reducing the number of computation cycles) is useful, as the Examiner points 
^$ out. Moreover, claim 7 as previously presented recited a method for 'establishing cryptographic 
|fl communications' and encryption establishes cryptographic communications. Namely, the 

■fr- J; 

invention as recited in the earlier claim 7 produced the specifically useful result claimed by 
Applicants. Hence, earlier claims 7 and 8 did not lack utility. 

Notwithstanding the foregoing, the claim rejections have been rendered moot by the 
claim amendments herein above. As will be later discussed in more detail, the claims have been 
amended (as shown herein above) to explicitly claim "commimications of messages 
cryptographically processed with RSA public key encryption" (as is well known, RSA stands for 
Rivest, Shamir and Adleman). To be sure, a message can contain, for example, a DES key (data 
encryption standard key). Then, in accordance with this invention each messages, even if 
containing a DES key, is cryptographically processed using the RSA scheme. 
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It is respectfully submitted that all the claims produce the results claimed by Applicants 
and hence have utility. Accordingly, the claim rejections under 35 U.S.C. §101 should be 
reconsidered and withdrawn. 

XIIL Claim Rejections under 35 U.S.C §112 

A. Enablement, 35 U.S.C. 112, 1'* paragraph 

Claims 8 and 13 are rejected under 35 U.S.C. 1 12, 1^* paragraph, for lack of enablement 
(See: Sections 23-25 of the Office Action). Claim 8 has been cancelled without prejudice or 
surrender of subject matter and will not be discussed here. Claim 13, however, remains pending 
and is enabled by Applicants' disclosure including the disclosure that Applicants incorporated by 
reference into the written description. Claim 13 is enabled, for example, by the description in the 
original patent at col. 1, lines 54-55 and col. 7, lines 25-33, and in the 4,405,829 patent at col. 13, 
ill lines 29-46. Accordingly, reconsideration and withdrawal of the claim rejection under 35 U.S.C. 
112, 1^ paragraph is hereby respectfully requested. 

4' B. Distinctly Claiming Applicants' Invention, 35 U.S.C. 112, 2"" paragraph 

In Sections 26-30 of the Office Action the Examiner indicates that claims 24-39 are 
IJl rejected under 35 U.S.C. 112, 2"** paragraph. However, the claim amendments obviate these 
tf claim rejections as the terms "faster than..." and "compatible with..." are not recited and the 

term "fewer computation cycles..." for multi-prime RSA is recited comparatively to the cycles 
|[^ for two-prime RSA. Applicants believe that given the above-outlined amendments to claims 24- 

39 Applicants' invention is particularly pointed out and distinctly claimed. Moreover, as 

mentioned in Section IV.C above, support for these claims is found in Applicants' disclosure. 

Accordingly, reconsideration of the claim rejections under 35 U.S.C. 112, 2"^ paragraph is 

hereby respectfully requested. 

XIV. THE INVENTION 

Before getting to the claim rejections in the next section (XV) an explanation of the 
invention is worthwhile. It is important that the invention be properly understood particularly in 
view of the assertions and analysis in the Office Action. 
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First, even though it is clear from the mathematical expressions throughout Applicants' 
disclosure, including the claims, that the invention involves RSA public key encryption, the 
claims have been amended to expressly point this out. As now presented, the claims make it 
expressly clear that they involve messages that are crypto graphically processed with RSA pubHc 
key encryption . Having said that, important aspects of the claimed invention are further explored. 

Note for example claim 1. The clean version of claim 1 as now presented reads as 
follows: 

1. (Twice Amended) A method for communications of a message 
cryptographically processed with RSA ( Rivest, Shamir & Adleman) public 
key encryption, comprising the steps of: 

developing distinct random prime numbers pi, P2, - - . Pki where k is 
an integer greater than 2; 

providing a number e relatively prime to (pi -l)-(p2 -1) (pk-1) ; 

providing a composite number n equaling the product Pi-p2-. . . .-Pk; 

receiving a ciphertext word signal C which is formed by encoding a 
III plaintext message word signal M to a ciphertext word signal 

where M corresponds to a number representative of the message and 
lb 0< M <n-l, 

rij) where C is a number representative of an encoded form of the 

plaintext message word signal M such that 

M ^ (mod n ) , and where e is associated with an intended 
jfii recipient of the ciphertext word signal C; and 

Ifl deciphering the received ciphertext word signal C at the intended 
% recipient having available to it the k distinct random prime 

1^1 numbers Pi , P2 / • . ■ Pk . 

In essence, claim 1 recites a method in which a message M is cryptographically processed 

ifl 

(encoded) using the public key of a recipient (e,n). The encoded message C= (mod n\ known 
^ as ciphertext, is received in that form without further modification by the recipient. That same 
(received) ciphertext C, is indeed decipherable by the recipient (using its private key (^/,«)). As 
is next explained, the recipient has available to it the k factors from which the modulus n is 
produced. 

The recitation in claim 1 includes developing k distinct random prime numbers pu p?, . . . 
£^ where k is an integer greater than 2 and further includes the fact that the modulus « is a 
composite number equaling the product p i [-P2'- - • --pw - Namely, claim 1 recites that k>2 and the k 
prime numbers are random and distinct . Moreover, claim 1 recites that the modulus n is provided 
from a product of the k prime numbers. Contrast this (claim 1) recitation with selecting a 
modulus n and then factoring n to the k prime numbers . 
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It is important to understand and keep in mind that providing n as the product oiprpi'- - - 
. pk having [already] available the k prime numbers makes it possible for them to be random and 
distinct. The randomness and distinctness attributes of the k prime numbers will materially 
improve the security in any cryptographic system with RSA public key encryption. 

Moreover, the use of k>2 prime numbers allows improved efficiency of such system. As 
one would imagine, developing three or more prime numbers each of smaller size (relative to 
each of a pair of primes for the same size n) takes fewer computation cycles than it would take 
for developing the pair of (larger) prime numbers. As an additional time-saving benefit, the k 
prime numbers allow parallel processing of encryption tasks. 

By analogy, in each of the other claims (original and added claims) « is a product of the k 
prime factors, where k>2 and where the k prime factors are random and distinct. Again, contrast 
this with selecting a modulus n and then factoring n to k prime numbers (even if n were 
M randomly selected). In addition, claims, including claims 2-6, 9, 11, 15, 16 etc., indicate that d 
il (the private key portion) is established as a function of e (the public key portion) and the k prime 
numbers. As recited for example in claim 2, c/ is a multiplicative inverse of e(mod(lcm(pi -1, p2 
? -1 . . . Pk-1))); and, again, the k {k>2) distinct random prime numbers pj, P2, - - - Pk fi'om which the 
:|f j modulus n is provided/computed are used for establishing d. 

Within the scope and spirit of the invention as originally disclosed one would also 

^1 recognize such variations as recited for example in claim 7. A clean version of claim 7 reads as 

4h ■ 
follows: 

•Hi 

|fj 7. (Amended) A method for communications of a message 
''"^^ cryptographically processed with an RSA piiblic key encryption, 
comprising the steps of : 

developing k factors of a composite number n, the k factors being 

distinct random prime numbers and k is an integer larger than two 
(k>2) ; 

providing a number e relatively prime to a lowest common multiplier of 

the k factors; 
providing the composite number n; 

receiving a ciphertext word signal C which is formed by encoding a 

digital message word signal M to the ciphertext word signal C, 
where said digital message word signal M corresponds to a number 
representative ofsaid message and 
0< m n-1, 

where said ciphertext word signal C corresponds to a number 
representative of an encoded form of said message through a 
relationship of the form 
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ae AT ® +ae-i M®'^ +. . . +ao (mod n) 
where e and ae, ag-i/ . . . , ao are numbers; and 
deciphering the received chiphertext word signal. C at an intended 
recipient with knowledge of the k factors. 

In essence, claim 7 has in common with claim 1 many of the important features that make 
this invention so advantageous, including the modulus n being a product of the k prime factors , 
where ^2 and where the k prime factors are random and distinct . In addition, as is the case in 
claim 1, the ciphertext message (here ciphertext word signal) C, which is formed by encoding the 
message (here digital message word signal) M, is received without further modifications . The 
variation from claim 1 has to do with the manner in which the ciphertext message C is formed. In 
claim 7, the ciphertext message C is formed as a function of M, n, e and coeficients a^ . a^j ^,, . .an . 

Yet another variation within the scope and spirit of the disclosed invention is provided in 
claim 9. A clean version of claim 9 reads as follows: 

||| 9 . (Twice Amended) A system for communications of message signals 
4| cryptographically processed with RSA piiblic key encryption, 
^1 comprising: 

4j j terminals including first and second terminals, each of the j 

terminals being characterized by an encoding key Ei =(ei, ni) and 
decoding key Di ={di, n^) , where i = l,2, . . . ,j, each of the j 

'^y terminals being adapted to transmit a particular one of the 

ifl message signals where an i*^^ message signal Mi is transmitted from 

an i*^^ terminal, and 

|S| 0< M, <n, -1, 

^ ni being a composite number of the form 

H Hi = Pi,i-Pi,2 . . -Pi.k 

If I where 

If] k is an integer greater than 2, 

|y Pi, It Pi, 2/ • • • I>i,k are distinct random prime numbers, 

Si is relatively prime to 

lcm(pi^i-l. Pi, 2-1/ - . ■ Pi, jc- 1) and 
di is selected from the group consisting of the class of numbers 
equivalent 

to a multiplicative inverse of 

ei {mod(lcm( (pi^i -1) , (pi,2 -1) , . - . / (Pi,;c -1) ) ) ) ; 

said first terminal including 

means for encoding a digital message word signal M i to be 
transmitted from said first terminal (i=l) to said 
second terminal (i=2) , said encoding means 
transforming said digital message word signal M i to a 
signed message word signal M ig using a relationship of 
the form 

M,^ = M/' (modwj) ; and 
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means for transmitting said signed message word signal M is from said 
first terminal to said second terminal, wherein said second 
terminal includes 

means for decoding said signed message word signal M is to said digital 
message word signal Mi- 

As in the case of claim 7, claim 9 has in conmion with claim 1 important features of the 
invention, including the modulus n being a product of the k prime factors , where k>2 and where 
the k prime factors are random and distinct . Additionally in common with claim 1, the ciphertext 
message (here signed message word signal) My^, which is formed by encoding the plaintext 
message (here digital message word signal) My, is received without further modifications . The 
variation firom claim 1 has to do with the manner in which the ciphertext message Mjs is formed. 
In claim 9, the encoded message Mu is in fact a digital signature formed as a fiinction of M / and 
the private key of the sender (d.ti) . 

Although additional features and variations of the invention exist, the foregoing provides 
j^ll a constructive explanation of the invention. In view of this explanation, one would find it easier 
%l. to understand why the claimed invention, as recited in claims 1-7 and 9-61, is novel and non- 
# obvious. The patentable differences between the claimed invention and the cited references will 
14, be further addressed below with regards to the claim rejections. 

¥% 

XV> Claim Rejections Under 35 U.S.C. §102 

|Ar A. Summary of Claim Rejections 

if I 

In Sections 31-69 of the Office Action, where it is stated that the claims (1-61) are 
Sill rejected under 35 U.S.C. §102, the Examiner cites, respectivley, Rivest et al (U.S. Patent 
4,405,829, hereafter "Rivest"), Vanston and Zuccheranto, ''Using four-prime RSA in which some 
bits are Specified" Electronic Letters, Vol. 30, No. 35, 1994 (hereafter "Vanstone"), Captain 
Nemo, ''RSA Moduli should have 3 Prime Factors,'' Scientific Bulgarian, August 1996, 
(hereafter "Nemo"), Slavin (U.S. Patent 5,974,151) and Itakura et al, "A Public-key 
Cryptosystem Suitable for Digital Multisignature" Nipon Electronic Co., Ltd., R&D No. 71, 
October 1983, IPSJ Journal Vol. 24, No. 4, May 2001 (hereafter "Itakura"). Rivest, Vanstone 
and Itakura have been relied on for rejecting the claims under 35 U.S.C. §102(b). Nemo and 
Slavin have been relied on for rejecting the claims under 35 U.S.C. § 102(e). 
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1. Nemo Cannot be Relied on for Rejection under 35 U.S.C. §102(e) 

Nemo is not a patent and therefore it cannot be relied on for rejecting the claims under 35 
U.S.C. § 102(e). As set forth in 35 U.S.C. § 102(e), only a patent granted to another from an 
application filed prior to Applicants' date of invention can preempt allowance of this Reissue 
Application. Such is not the case with Nemo. 

Since Nemo was published less than one (1) year prior to the filing date of the original 
patent (Dec. 9, 1996) it cannot be relied on for rejecting the claims under 35 U.S.C. §102(b) 
either. So, the only section remaining under which Nemo can be an alleged prior art is 35 U.S.C. 
§102(a). 

2. Nemo and Slavin are not necessarily prior art under 35 U.S.C, §1 02(a) 

Moreover, Nemo and Slavin may not qualify as prior art, regardless of what section of 35 
U.S.C. §102 is used, including 35 U.S.C. §102(a). The alleged priority dates of Nemo and Slavin 

.0 are August 1996 and November 1996, respectively, pre-dating the filing date of the original 
patent (Dec. 9, 1996) by only four (4) and one (1) months, respectively. Hence, Applicants 

'fi reserve the right to contest the use of Nemo and Slavin as prior art reference , including by 
antedating their invention relative to these references. 

% B* The Claimed Invention is Patentably Distinguishable from the Cited 

il References: the Cited References do not Teach, Enable or Suggest the 

Claimed Invention 

ill It is well established that for anticipation to be established two requirements must be met: 

1) the reference must teach each and every element of the invention; and 2) the reference must 
provide an enabling disclosure of the invention. Merely mentioning any aspect of the invention, 
without more, is insufficient to meet the anticipation requirements. 

To recap, in keeping with the purpose of the claimed invention as set forth in claims 1-7 
and 9-61, the modulus « is a product of the k prime factors, where k>2 and where the k prime 
factors are random and distinct. Furthermore, as set forth in the claims, e.g., claim 2, d (the 
private key portion) is established as a fiinction of the ^ prime numbers and e (the public key 
portion). As recited for example in claim 2, is a multiplicative inverse of e(mod(lcm(pi -1, pi - 
1 . . . Pk-1))); and, again, the k (k>2) distinct random prime numbers /?y,/?2, - - - Pk from which the 
modulus n is provided/computed are also used for establishing d. 
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For clarity, it is perhaps better to first point out how this is different from the teachings of 
each of the cited references. These differences can then be related back to the claims. 

Starting with Rivest, one of the references relied on by the Examiner, it is noted that 
Rivest is in fact incorporated by reference into the original patent. Rivest provides background 
information on the RSA public key encryption and sets the starting point for the claimed 
invention. No doubt, Rivest teaches and enables two-prime RSA public key encryption (n=p q). 
However, although Rivest discloses that altemative embodiments may use n which is a product 
of three or more primes, it specifically also states (and teaching away from the present invention) 
that the primes need not be distinct (col. 13, lines 29-31). In further contrast to the claimed 
invention, Rivest also makes no mention of the fact that such primes are distinct and random . 
The mere mention of three or more prime numbers without more does not rise to the level of 
enabling disclosure that would allow someone to practice the claimed invention without undue 
experimentation. (Needless to say, no one in the RSA universe has produced a product 
embodying the multi-prime RSA technology until the original patent came to light.) 

Although in col. 13, lines 29-34, Rivest mentions CRT (Chinese remainder theorem) and 
perhaps can be understood to suggest an approach using sub-tasks, Rivest does not mention 
performing such sub-tasks in parallel and indeed does not makes a claim of improved 
performance as a result of using CRT (See: Section 50 of the Office Action). Moreover, Fig. 3, 
on which the Examiner relies (in Section 58), shows an encoding device (12) having registers 
(20, 22, 12, 24, 26 and 30), a multiplier selector (28) and a modulo n multipHer (32). As shown 
I and described, neither the encoding device nor any part thereof are an exponentiation device. 
I Namely, Rivest does not teach or suggest one or more exponentiation devices . 

Vanstone, the next reference the Examiner relied on, is no more relevant than the 
foregoing reference. Vanstone introduces two concepts that address the need for added security 
with a stronger modulus. The first concept is using 4 prime factors in RSA which are selected 
from the same database as 2-prime RSA (See: Vanstone's Introduction and Using four-primes 
RSA), The second concept is selecting a set of primes that meet a non-random criteria. With 
these two concepts Vanstone teaches away from the present invention. Vanstone does not cover 
instances where the number of primes is K=3 and K>4, and it merely teaches the extension of 2 
prime factors to 4 prime factors for a greater modulus w. More importantly, Vanstone suggests 
using the same database of primes as was used in 2-prime RSA. Namely, randomly selecting a 
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number from an existing list or a database is not selecting a random number from the universe of 
prime numbers. What is more, the 4 prime factors of n are not random in that they are related in 
Vanstone through a relationship of the form pi=2^ff^ak (See: S.A. Vanstone et al. p. 2118). 

Licidentally, Vanstone teaches a variant RSA. Vanstone suggests selecting a random e 
(See: Vanstone's Using four-primes RSA). As appreciated by the encryption community, this 
approach does not contribute to expedited cryptography. The opposite is true because a random 
e can be as large as n and exponentiation with such e can be extremely slow. 

Nemo, another one of the cited references, discloses three-prime RSA (i.e., building n 
from three primes) and provides a processing time comparison between two-prime and three- 
prime RSA encryption methods. Ignoring for a moment the fact that Nemo may not qualify as a 

' prior art. Nemo does not teach or suggest each and every element of the invention nor does it 
enable the invention as described above. Specifically, Nemo does not teach or suggest using at 

jf;, least three prime numbers pu P2y - - - Pk frona which the modulus n is provided/computed that are 

4l both distinct and random (See: Nemo's Section 4.3). Of course, Nemo fails also to address such 

f 1 ■ 

;|| features as the parallel processing of sub-tasks and the structural elements of the encryption 

^- system (e.g., with exponentiators for parallel processing). 

1*^=^ Nemo also does not enable practice of the invention, including the need to use the k 

^ distinct and random prime numbers for establishing d in the manner as described above. Merely 

stating that, as a minor benefit, n can be build from three primes and that the likelihood of a 

random 256-bit number being prime is greater than the likelihood of a random 384-bit nimiber 
^ being prime is not sufficient to enable the present invention (See: Nemo Section 4.3). Li order to 
1^1 both teach and enable the present invention all the elements as described above must be found in 

Nemo. But, as just pointed. Nemo's disclosure is deficient with regard to both criteria for 

anticipation. 

Slavin, the third reference the Examiner relied on for rejecting the claims, discloses a 
scheme for monitoring compliance of a public key encoding key using differential security levels 
(See: title, abstract, and claims 1-13 at col. 13-14). In fact, imlike the present invention as recited 
in claines 1-7 and 9-61, Slavin is not about multi-prime RSA, but rather is about using 
differential security levels (where unbalanced-RSA happens to be one possible encryption 
method). Slavin teaches away from using multi-prime in that it recommends against general use 
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of multi-prime (col. 7 lines 6-8 and 49-53). In stating that for a given n smaller primes result in 
less security Slavin fails to appreciate the value of multi-primes in RSA for general use. 

Slavin discloses, in col. 7 line 37, preferably "using four [4] randomly selected prime 
numbers pi, qi, p2, q2, all of different values." However, when read in the context of Slavin's 
entire disclosure, including Slavin' s claims, this assertion has a more limited meaning. For 
example, in col. 3, lines 17-26, Slavin discloses using no more than 4 primes unlike the present 
invention in which k>2 can be also A>4. Besides, in col. 4, lines 8-13, Slavin discloses that all of 
the recipient public keys are generated using tvpicallv different prime factors that are unlikelv to 
have been selected by another user . In claim 6, Slavin recites "selecting a plurality of prime 
numbers" without mention of discrete or random . Namely, Slavin does not consider the prime 
: - numbers being random and different (discrete) a necessary element , or else Slavin would have 
recited them this way. In claims 1 and 11, Slavin doesn't even address the pluraUty of primes. 
> Q Furthermore, in col. 4, lines 38-60, Slavin discloses that, preferably, the product of the pair of 
primes p2. q^. is substantially larger than either one of the primes pj^. ql (lines 45-5 1); and that gi^ 
|jj qj^ are two limited-size factors (lines 38-43). 

|i As mentioned before, it is well settled that for anticipation the reference must teach each 

J,^ and every element of the claimed invention and must be enabling . As shown, the mere mention 
of four random different primes does not rise to the level of enabling disclosure . This assertion is 
supported in more than one way by Slavin's disclosure as outlines above. And, unlike the 

I? claimed invention wherein it is essential to have k random distinct prime numbers, the fact that 

lis 

111 Slavin does require the prime factors to be discrete and random, and in fact places size 
restrictions on them, teaches away from making this feature an essential element . As such, 
Slavin' s disclosure is non enabling in that it does not avoid undue experimentation, considering 
the universe of prime numbers, in order to find that only discrete random primes can be 
employed to exercise the invention and produce the benefits associated with it. 

In addition, and no less important, is the fact that Slavin discloses encapsulating the 
encoded message with the registered public key (/i,g,g) before it sent by the sender (See, e.g., 
col. 7, line 58 to col. 8 line 9, col. 12, lines 9-13). Namely, after the message is encoded with the 
recipient's public key («,e), but before it is sent by the sender it is encapsulated. Contrast this 
with the claimed invention according to which the sender does not modify the encoded message 
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(be is ciphertext or signed message; See, e.g., explanation of the invention in the previous 
Section XIV). 

Slavin also does not teach or suggest, and does not enable, creating the signed message as 
a function of the private key (c/,«) as recited in claim 9. As well, Slavin does not teach the 
coefficients or suggest the manner in which such coefficients are used in creating the ciphertext 
as recited in claim 7. Finally, although this is not an exhaustive comparison, fi-om these examples 
one could easily understand that the claimed invention is patentably distinguishable firom 
Slavin's teachings. Again, the analysis of Slavin is presented herein notwithstanding the fact that 
Apphcants reserve their right to dispute the use of Slavin as prior art in the first place. 

Itakura, the next cited reference the Examiner relied on, discloses a scheme for 
accoimtable-group multi-signatures as an extension of RSA public key encryption. Namely, 
Itakura discloses a signature system rather than an encryption system. As shown in Figs. 2 and 3, 
g| the conventional cryptographic key is signed by a verifier and fiirther signed by an approver in a 

scheme somewhat similar to a certificate authority approval. In any event, although in Fig. 1, 
M Itakura shows a random nimiber key generator it also states that of the three prime numbers it 
uses two are large and one is small (See, e.g., abstract). Indeed, Itakura discloses that there are 
I? restrictions placed on the position numbers, and shows how to apply such restrictions and find 
? an optimal combination of kevs p.q.&r (See, page 5, Sections 3.2 & 3.3; e.g. / Therefore, r 
ll should be as small as possible "). In every respect, Itakura does not disclose three more prime 
1^:' numbers that must be random and distinct . Contrast this with the present invention in which k 
|^}| random distinct prime nximbers constitute an essential element. Moreover, the r/ kevs are 
numbers assigned in order of (organization) hierarchy and are public not private . 

In fiirther contrast to the claimed invention, Itakura modifies the encoded message (by the 
accountable-group signatures) before sending it. Although Itakura discloses generating a signed 
message using the private key d, it does not provide an enabling disclosure for creating a 
ciphertext using the public key e with multi-primes {k>2). Furthermore, Itakura does not teach 
using coefficients ae,. . . ao in creating the ciphertext message in the manner as recited for 
example in claim 7. As before, this is not an exhaustive comparison but it highlights the fact that 
the claimed invention is patentably distinguishable from Itakura. 

The other references which were cited but not relied on are deemed no more relevant than 
the foregoing references (Section 71 of the Office Action). Having said all that, and having 
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shown how the invention is patentably distinguishable over the cited references, it is respectfixlly 
submitted that the cited references do not support the claim rejections because they do not teach, 
suggest or enable the claimed invention. 

Then, in further traversing the claim rejections, select comments made by the Examiner 
in Sections 32-69 of the Office Action are hereafter addressed. It is noted that in Sections 61-69, 
the Examiner did not treat the claims individually , but rather made comments relating to the 
specific references, Vanstone, Nemo,Slavin and Itakura, where each of these comments swept at 
once over the entire group of claims 1-7 and 9-61 . Therefore, Applicants primarily rely on the 
explanation above which more specifically shows why the cited references neither teach nor 
suggest or enable the claimed invention as recited in claims 1-7 and 9-61. 

Secondarily, as to claim 1 the Examiner relies on Rivest and suggests that to apply CRT 
(Chinese Remainder Theorem) the primes must be relatively primed in pairs, implying their 
distinctness (Section 33 of the Office Action). However, the Examiner imports this assertion into 
Rivest in order to attribute the distinct and random character of the pnmes to Rivest. As a matter 

4^ of 102 rejection practice this is not allowed in order to provide for the deficiency in Rivest. 
Besides, the claimed invention is not restricted to CRT as a means for combining the results of 
" the subtasks, when such subtasks are used. Further as to claim 1, the discussion above illustrates 

1^1 how this claim distinguishes over the cited references (Sections, 61-69 of the office Action), 
Accordingly, it is respectfully submitted that claim 1 is allowable over the cited references. 

^'^ Noting also the Examiner's comments as to claim 2, Rivest does not disclose nor enable 

li establishing as a function of w, e and the k random and distinct primes. Moreover, as claim 2 
includes all the elements of allowable claim 1 it is also allowable over the cited references 
(Sections 34 and 61-69 of the Office Action). 

As to claims 3-6 and 11-12, even if Rivest mentions terminal 1 and terminal 2 it does not 
meet all the elements of such claims (as outlined above with respect to claims 1, 2, et seq.) The 
remaining references are deficient as well in view of the explanation above (Sections 35-38, 42- 
44 and 61-69 of the Office Action). 

As to claim 7, Rivest likewise fails to disclose or enable using the k random and distinct 
primes. For the reasons as described above, this is true even if Rivest mentions the coefficients 
ae,.. . ao (Secfions 39-40 and 61-69 of the Office Action). 
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As to claims 14-61, the foregoing arguments apply with equal force and effect (Sections 
45-69 of the Office Action). To recap some of the differences, as to claims 18 and 19, for 
example, Rivest does not disclose or enable establishing das 3. function of «, e and the k random 
and distinct primes (Sections 48, 49). As to claims 20-23 and 50-55, solving the subtasks in 
accordance with the present invention is not limited to CRT alone and the invention is not 
claimed with such limitation (Sections 50, 59). This is true even if CRT can produce 
performance advantage when performed serially; and it is clear that performance of CRT is not 
inherently parallel as it can be serial as well. Moreover, the structural elements of the encryption 
system (as recited in claims 45 et seq) and the parallel processing of the sub-tasks is not found in 
• the references (Sections 54-58). As to claims 24-33, Rivest does not disclose or enable the k 
random and distinct primes nor does it address the comparison between the respective 
computation cycles in two-prime and multi-prime encryption schemes (Sections 51, 52). As to 
claims 34-39, Rivest does not address or suggest using the k random and distinct primes and does 

t|3 not worry about backward compatibility (Section 53). And, as to claims 56-61, it would not be 

f I . 

inherent in Rivest to generate the k random and distinct primes (Section 60). At the time of 
Rivest and Vanstone's papers, for example, there was no key development and there is no proof 
of that in either of them. In fact, they resorted to selecting the primes firom a list or databases. 
' The fact that the primes were pre-existing in the list, rather than developed, is an important 
ffl distinction for the purpose of encryption security. Again, no matter how large the database is, 
selection fi^om a subset of numbers is not synonymous with selection of a random number. 

Selection of A: random nvunbers is characterized in that each of the numbers is equally likely to be 

m 

|| selected. 

Accordingly, Applicants respectfully submit that claims 1-7 and 9-61 are allowable over 
the cited references. Reconsideration and withdrawal of the claim rejections under 35 USC 102 
are hereby respectfully solicited. 

XVI. Double Patenting Rejection Over Co-pending Application 

The Examiner provisionally rejected claims 9, 1 1, 12, 35 and 50-55 over claims in co- 
pending Application by the same inventors (09/328,726). The claims as now presented in this 
Reissue Application are distinguishable from claims 14-62 in the co-pending Application. 
Accordingly, Applicants believe that a Terminal Disclaimer is not warranted at this time. 
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Applicants respectfully request that this rejection be reconsidered and withdrawn or at the very 
least be withheld until issue of one of the Applications as a patent 

XVII. Conclusion 

A. Summary 

Applicants appreciate the Examiner's review of this Reissue Application and respectfully 
request reconsideration and allowance of the pending claims 1-7 and 9-61 as now presented in 
view of the foregoing amendments and remarks. Applicants believe that all the objections and 
rejections have been overcome and that the Reissue Application is in condition for allowance. 

B. Interview Requested 

If any issues remain unresolved, the Examiner is kindly requested to contact the 

||| imdersigned Applicants' attomey. Applicants appreciate the opportunity to discuss such issues 

... 

g;;- with the Examiner in order to expedite the examination of this Reissue Application. 

#? C. Fee Authorization: 

If for any reason an insufficient fee has been paid, the Commissioner is hereby authorized 
to charge any deficiency in payment of required fees associated with this communication to 
Deposit Account 02-3964. 

pi Date: September 6, 2002 Respectfully submitted. 



" Oppenheimer Wolff & Donnelly LLP 

Customer No. 25696 Leah Sherry, 

1400 Page Mill Road, Attomey for AppHcant, Reg. No. 43,91 8 

Palo Alto, CA 94304 
Tel: (650) 320-4000 



CERTIFICATE OF MAILING (37 CFR 1.8) 

I hereby certify that this correspondence (along with all referenced and attached papers) is being deposited with the U.S. Postal 
Service in an envelop with sufficient postage as first class mail addressed to Box Reissue Patent Application, Assistant 
Commissioner for Patents, Washington, D.C. 2023 1 , on 

date: defhJO 2002 1^000^ 3^ 
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